THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIM.IN, GARRI S and PAK, Adninistrative Patent Judges.

KIMLIN, Administrative Patent Judge.

1 Application for patent filed Novenber 23, 1992.
According to appellants, this application is a division of
Application 07/782,796, filed Cctober 25, 1991, now U. S. Patent
No. 5,204,023, issued April 20, 1993.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of claim®6, the
only claimremaining in the present application. A copy of
illustrative claim6 is appended to this deci sion.

The exam ner has not applied prior art against the clainmed
i nvention.

Appel l ants’ clainmed invention is directed to perfunes and
flavors conprising the reaction product of am nes and
organol eptically acceptabl e al dehydes. According to appell ants,
the clai ned reaction product renoves or reduces unpl easant
mal odors or off-flavours that arise fromthe presence of certain
al dehydic materials in fats and oils. The al dehyde/ am ne
reacti on product reacts with the mal odorous al dehydes and renoves
themfromthe environnment. Hence, the clainmed conposition
removes or reduces nal odors or off-flavors while adding the
fragrance of perfunes and/or flavors to the environnent.

Appeal ed claim6 stands rejected under 35 U S.C. § 112,

first paragraph, as being based upon a non-enabling disclosure.
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Upon careful consideration of the opposing argunents
presented on appeal, we concur with appellants that the
examner’s rejection is wthout nerit. Accordingly, we will not
sustain the examner’s rejection for essentially those reasons
expressed by appellants in their Brief.

The exam ner provides the follow ng reasoning as the basis
for his rejection at page 4 of the Answer:

It is pointed out that the instant clains are
directed of [sic, to] perfunmes and flavors w t hout
qgualification, and the instant specification does not
enabl e that which is clainmed by adequately discl osing
the actual scope by way of specific exanples or
established principle. As set forth above and as set
forth in the first office action, any and all perfunes
and flavors are not enabled such as coffee flavors, tea
flavors, vanilla flavors, vanillin, and so forth.

As mai ntai ned by appellants, it is well settled that the
exam ner has the initial burden of establishing |ack of
enabl enent by conpelling reasoning or objective evidence. 1In re

Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ 561, 563 (CCPA 1982);

In re Arnbruster, 512 F.2d 676, 677-78, 185 USPQ 152, 153 (CCPA

1975). In the present case, the exam ner has sunmarily

concl uded, without the requisite factual support, that not al
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flavors, such as coffee, tea and vanilla, are enabl ed by
appel l ants’ specification. However, the exam ner does not
satisfy his burden by sinply noting that there are no exanples in
t he specification which use coffee, tea and vanilla flavors. It
i's i ncunbent upon the exam ner to establish with scientific

evi dence and/ or persuasive reasoning that specific perfunes and
flavors woul d be inoperable with the cl ai ned al dehyde/ am ne
reaction product, e.g., they would be inconpatible therewth.
This the exam ner has not done. For instance, the exam ner has
not expl ai ned why one of ordinary skill in the art would be
unable to use coffee or tea flavors in the soap bars of
appel l ants’ Exanple 1. Appellants contend that “the conposition
of the present invention is applicable to all perfunmes and
flavors for addition to triglycerides or triglyceride
derivatives” (page 9 of Brief), and the exam ner nust have a
reasonabl e basis for doubting the truth of appellants’

assertions. |In re Marzocchi, 439 F.2d 220, 223, 169 USPQ 367

369 (CCPA 1971). However, the exam ner has provided no

reasonabl e basis for concluding that the clained al dehyde/ am ne
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reacti on product cannot be forrmulated with all perfunes and
flavors. W remnd the examner that it is not the function of
the clains to specifically exclude possible inoperabl e substances

of a conposition. In re D nh-Nguyen, 492 F.2d 856, 858-59, 181

USPQ 46, 48 (CCPA 1974). See also In re Kamal, 398 F.2d 867

872, 158 USPQ 320, 324 (CCPA 1968) and In re Sarett, 327 F.2d

1005, 1019, 140 USPQ 474, 486 (CCPA 1964).
Based on the foregoing, the exam ner’s decision rejecting
t he appealed clains is reversed.

REVERSED

EDWARD C. KIM.I N
Adm ni strative Patent Judge

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

CHUNG K. PAK
Adm ni strative Patent Judge
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Cushman, Darby & Cushman

Ni nt h Fl oor

1100 New York Ave., N W
Washi ngton, DC  20005-3918
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APPENDI X

6. Perfumes and flavors conprising a reaction product of an
organol eptically acceptabl e al dehyde and an am ne whi ch does not
distort the sensory characteristics of the purfunmes and flavors,

wherein the al dehyde is chosen from

i) Al kanal s of types:
a) CH; (CH,),.CHO where nis 0 to 14 and the
chain may be straight,

branched or cyclic

b)  CH;( CH,) CH( CHy) (CH,) ,CHO m+nis O0to38

ii) Unsaturated al dehydes of types:

a) CH,=CH(CH,) ,CHO where nis 6 to 9

b)  CHy( CH,) ,CH=CH( CH,) ,CHO m+nis 2to8

c) Ctronellal

d) Phenyl propanal s:

R’ PhCH,CH(R ) CHO R is Hor CH
R is H isopropyl,
tert-butyl
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e)

f)

9)

h)

1)

No. 95-2136

Phenyl acet al dehydes:

PhCH(R) CHO Ris Hor CH
Cycl ohexene car boxal dehydes:
R, cHo R’ are each Hor CH,
R R"
R

Ci nnam ¢ al dehydes:

PhCH=CH( R) CHO

Benzal dehydes:

RPhCHO

Hydr oxy derivatives of a)

and the am ne is chosen from

1)

i)

R =H CH,, pentyl,

Ris H isopropyl,
tertbutyl
to h);

Am noal kanes of general fornula:

R NH,

Di am noal kanes of general

hexyl

OCH; or

Where Ris C to C, al kyl,

aryl

f or mul a:

or aral kyl,
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HN( C,;H,,) NH, Where (GH,;) includes |inear

and branched chai ns and n

is a maxi um of 10,
i) Al kanol am nes of general fornula:
(NH) (GHy) (OH), where n is a maxiumof 10, and their
al kyl and (pol y)oxyet hyl ene et her

deri vati ves,

Phosphati dyl et hanol am nes of the type:

e OOR
CH OCORY
O R, R are each fatty acid
c}gc£;1}yC}gNrg al kyl residues containing
oH at |least 12 carbon atons,
V) Al pha-am no acid esters of the type:

H,NCH( R’ ) CO2R

R is CH;, Ph, PhCH, C, to C, straight and branched

al kyl groups,
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R* is H CHCH, CHCH,CH(CH,),
(CHy) ,CHCH,, H,NCO, HSCH,,
RO,CCH,CH,, CH,SCH,CH,, HOCH,,
(CH;) ,.CH, PhCH,,

p- hydr oxyphenyl net hyl ,

V) Beta-, or gamma-am no acid esters of general formula:

HN( CH,) ,CO,R nis 2 or 3,
Ris CH, Ph, PhCH, C, to C,
strai ght and branched al kyl

gr oups.



